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DETAILED ACTION 
Election/Restrictions 

1 . Applicant's election without traverse of claims 56 - 71 in the reply filed on 
10/31/2008 is acknowledged. 

2. Claims 1-55 and 72 - 106 are withdrawn from further consideration pursuant 
to 37 CFR 1 .142(b) as being drawn to a nonelected invention, there being no allowable 
generic or linking claim. Election was made without traverse in the reply filed on 
10/31/08. 

Priority 

3. The later-filed application must be an application for a patent for an invention 
which is also disclosed in the prior application (the parent or original nonprovisional 
application or provisional application). The disclosure of the invention in the parent 
application and in the later-filed application must be sufficient to comply with the 
requirements of the first paragraph of 35 U.S.C. 112. See Transco Products, Inc. v. 
Performance Contracting, Inc., 38 F.3d 551, 32 USPQ2d 1077 (Fed. Cir. 1994). 

The disclosure of the prior-filed application. Application No. 09/504159, fails to 
provide adequate support or enablement in the manner provided by the first paragraph 
of 35 U.S.C. 1 1 2 for one or more claims of this application. Claims 58, 59, 60, and 61 
do not benefit priority to application 09/504159 since the there is no support or guidance 
for the claimed limitations of notifying an online marketplace, dispute types, and 
payment based on dispute types. 



Application/Control Number: 10/634,654 Page 3 

Art Unit: 3689 

However, claims 58, 59, 60, and 61 do benefit priority to application 60/469502 
since they are fully supported by the specification. 

Accordingly, claims 58, 59, 60, and 61 are not entitled to the benefit of the prior 
application. 

Specification 

4. The specification has not been checked to the extent necessary to determine the 
presence of all possible minor errors. Applicant's cooperation is requested in correcting 
any errors of which applicant may become aware in the specification. 

Claim Objections 

5. Claims 67 - 71 are objected to because of the following informalities: the 
Examiner asserts that the impact of the reputation rating based on a successful 
resolution of a dispute, completion of resolution of the dispute, failure of one of the one 
or more parties to complete resolution of the dispute, and failure of one of the one or 
more parties to accept the proposed resolution is nonfunctional descriptive subject 
matter the type of data being communicated and processed does not further limit the 
structural components of the claim and does not serve as a limitation to distinguish it 
over Sloo. In other words, the Examiner asserts that the system of Sloo is fully capable 
of transmitting data, processing data, and communicating with other system 
terminals/components. Consequently, it is further asserted that the type of data does 
not further limit the claim since it does not further limit any of the structural components. 

Therefore, it is asserted that the impact of the reputation rating based on a 
successful resolution of a dispute, completion of resolution of the dispute, failure of one 
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of the one or more parties to complete resolution of the dispute, and failure of one of the 
one or more parties to accept the proposed resolution adds little, if anything, to the 
claim's structure, and, thus, does not serve as a limitation on the claims to distinguish it 
over the prior art. As claimed, the steps of the invention would be performed the same 
regardless of the type of data stored in the system. 
Appropriate correction is required. 

Claim Rejections - 35 USC §112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claims 56 - 71 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

8. In regards to claims 56 and 66, the Examiner is uncertain how there can be a 
dispute with only one party involved. The Examiner asserts that in order to have a 
dispute there must be at least two or more party members involved. 

9. In regards to claim 57, the Examiner is uncertain of how an automated process 
is performed if the dispute is sent to a specialist. In other words, if the dispute is sent to 
a specialist then the handing of the dispute is performed manually. 

10. Claim 59 recites the limitation "the online marketplace" in line 2 of claim 59. 
There is insufficient antecedent basis for this limitation in the claim. 

1 1 . Claim 60 recites the limitation "the online marketplace" in line 2 of claim 60. 
There is insufficient antecedent basis for this limitation in the claim. 
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12. Claim 60 recites the limitation "notification related to the method" in line 2 of 
claim 60 wherein the Examiner asserts that a notification was never provided in claim 
56 and, consequently, it is uncertain how and why the notification is to the online 
marketplace. There is insufficient antecedent basis for this limitation in the claim. 

1 3. In regards to claim 66 - 71 , the Examiner asserts that the applicant has claimed 
a system (apparatus), but has failed to show any of the structural components required 
for the system. The applicant has only disclosed a database (data structure) and an 
application server (software), which the Examiner asserts is not structure. 

Claim Rejections - 35 USC § 101 

14. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

1 5. Claims 56 - 65 are rejected under 35 U.S.C. 1 01 because based on Supreme 
Court precedent, and recent Federal Circuit decisions, the Office's guidance to 
examiner is that a § 101 process must (1) be tied to another statutory class (such as a 
particular apparatus) or (2) transform underlying subject matter (such as an article or 
materials) to a different state or thing. Diamond v. Diehr, 450 U.S. 175, 184(1981); 
Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 U.S. 63, 70 
(1972); Cochrane v. Deener, 94 U.S. 780, 787-88 (1876). 

An example of a method claim that would not qualify as a statutory process 
would be a claim that recited purely mental steps. Thus, to qualify as a § 101 statutory 
process, the claim should recite the other statutory class (the thing or product) to which 
it is tied, for example by identifying the apparatus that accomplishes the method steps. 
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or positively recite the subject matter tliat is being transformed, for example by 
identifying the material that is being changed to a different state. 

Here, applicant's method steps, fail the first prong of the new Federal Circuit 
decision since they are not tied to another statutory class and can be performed without 
the use of a particular apparatus. Thus, Claims 56 - 65 are non-statutory since they 
may are not tied to another statutory class. 

Claim Rejections - 35 USC § 102 
1 6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

1 . Claims 56 - 71 are rejected under 35 U.S.C. 1 02(e) as being anticipated by 
Sloo (US Patent 5,895,450). 

2. In regards to claim 56, Sloo discloses a method comprising: 

receiving case information at an online dispute information system, wherein the 
case information describes an online dispute involving one or more parties (Col. 4 - 5 
Lines 45 - 56; wherein the user registers a complaint with the required 
information and wherein the involved party members [see at least Col. 2 - 3 Lines 
66 - 7] are included as well and where the information and resolution is 
conducted online); 
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determining a proposed resolution of tlie dispute (see at least Col. 7 Lines 28 - 
41 wherein a resolution is determined); and 

issuing a communication to a reputation rating system of an online marketplace, 
wherein the communication directs the reputation rating system to update a reputation 
rating of at least one of the parties as a function of the resolution (see at least Col. 2 
Lines 7 - 20; Col. 8 Lines 50-10 wherein the information regarding the 
complaint, responses, and settlements are publicly accessible, i.e. online 
marketplace, and wherein ratings are provided regarding the party members and 
dispute resolution process). 

3. In regards to claim 57, Sloo discloses further comprising the step of 
automatically routing the dispute to one of an automated process and a dispute 
resolution specialist (see at least Col. 7 Lines 28 - 49, Col. 8 Lines 5-49 wherein a 
user can select to have a Judge/Jury option and wherein the system will then 
automatically route the required information to the appropriate Judge/Jury [see 
also Automatic Decision Maker: Col. 4 Lines 23 - 30 and at least Col. 10 Lines 48 
-53]). 

4. In regards to claim 58, Sloo discloses wherein the automatically routing step is 
dependent upon a type of dispute (Col. 9-10 Lines 57 - 6, Col. 10 - 11 Lines 48 - 36 
wherein depending on the dispute the system will determine the appropriate 
setting or environment as well as the required artificial intelligence judging 
procedure for the dispute). 
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5. In regards to claim 59, Sloo discloses further comprising the step of 
automatically notifying the online marketplace of the dispute resolution (see at least 
Col. 2 Lines 7 - 20; Col. 8 Lines 50-10 wherein the information regarding the 
complaint, responses, and settlements are publicly accessible, i.e. online 
marketplace, see also Col. 5 Lines 3-11). 

6. In regards to claim 60, Sloo discloses further comprising the step of 
automatically notifying the online marketplace if at least one of the one or more parties 
fails to respond to a notification related to the method (see at least Col. 2 Lines 7 - 20; 
Col. 8 Lines 50 - 10 wherein the information regarding the complaint, responses, 
and settlements are publicly accessible, i.e. online marketplace, see also Col. 5 
Lines 3- 11). 

7. In regards to claim 61 , Sloo discloses further comprising the step of 
automatically collecting payment for the method, wherein the payment is dependent 
upon a type of the dispute (Col. 8 Lines 25 - 28, Col. 1 1 Lines 58 - 62, Col. 12 Lines 
15-25; wherein payment/compensation is provided to the judge/juror for the 
specific dispute and wherein payment/compensation is based upon the type of 
dispute; in other words, whether the dispute was a dispute that involved other 
judges, jurors, witness and wherein each of those individuals will require 
payment or whether the dispute was resolved using the automatic decision maker 
process and had no other party members that would have required payment). 
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8. In regards to claim 62, Sloo discloses wherein the reputation rating is positively 
impacted as a result of a successful resolution of the dispute (Col. 8-9 Lines 59-10 
wherein high ratings can be provided based on a successful resolution), and 

issuing a communication comprises issuing a communication directing the 
reputation system to remove a negative feedback associated with the affected one of 
the parties (Col. 8-9 Lines 59 - 10 wherein the system is notified of a successful 
resolution and previous lower ratings are overwritten with higher ratings). 

9. In regards to claim 63, Sloo discloses wherein the reputation rating is positively 
impacted by completion of resolution of the dispute (Col. 8-9 Lines 59 - 1 0, Col. 1 1 
Lines 38 - 53 wherein the rating is determined after the resolution has been 
completed, i.e. if the party member did not fail in complying with the judgment a 
positive rating is provided for the party member). 

10. In regards to claim 64, Sloo discloses wherein reputation rating is negatively 
impacted by a failure of one or more of the parties to complete resolution of the dispute 
(Col. 11-12 Lines 38 - 15 wherein a lower rating is provided for a party member 
failing to comply with a judgment of the dispute), and 

issuing a communication comprises issuing a communication informing the 
reputation system of the failure of the one or more parties to complete resolution of the 
dispute (Col. 11-12 Lines 38-15 wherein the system is notified of the parties 
failure to comply and is recorded into the system). 

11. In regards to claim 65, Sloo discloses wherein the reputation rating is negatively 
impacted by a failure of one of the one or more parties to accept the proposed 
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resolution (Col. 11-12 Lines 38 - 15 wherein a lower rating is provided for a party 
member failing to comply with a judgment of the dispute), and 

issuing a communication comprises issuing a communication informing the 
reputation system of the failure of the one or more parties to accept the proposed 
resolution (Col. 11-12 Lines 38 - 15 wherein the system is notified of the parties 
failure to comply and is recorded into the system). 

1 2. In regards to claim 66, Sloo discloses a system of resolving a dispute in one of a 
plurality of sectors of an online marketplace involving one or more parties, comprising: 

a dispute database configured to store information about the dispute (Col. 3 
Lines 8 - 18 wherein a database is provided and configured to store data); and 

an application server operatively coupled to the dispute database adapted to 
determine a proposed resolution of the dispute and automatically communicate to a 
third party reputation rating system to modify a reputation of at least one of the parties 
as a function of the resolution (Col. 3 Lines 8-18 wherein a server containing the 
application to handle the received data and capable of communicating to other 
terminals is provided). 

Regarding applicant's database configured to store information about a dispute 
and an application server communicating to a rating system to modify a reputation as a 
function of a resolution, the Examiner asserts this to be nonfunctional descriptive 
subject matter. That is to say, the type of data being communicated and processed 
does not further limit the structural components of the claim and does not serve as a 
limitation to distinguish it over Sloo. In other words, the Examiner asserts that the 
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system of Sloo is fully capable of transmitting data, processing data, and 
communicating with other system terminals/components. Consequently, it is further 
asserted that the type of data does not further limit the claim since it does not further 
limit any of the structural components. 

Therefore, it is asserted that the database which is configured to store 
information about a dispute and an application server communicating to a rating system 
to modify a reputation as a function of a resolution adds little, if anything, to the claim's 
structure, and, thus, does not serve as a limitation on the claims to distinguish it over 
the prior art. As claimed, the steps of the invention would be performed the same 
regardless of the type of data stored in the system. 

1 3. In regards to claim 67, Sloo discloses further comprising a web server 
operatively coupled to the application server capable of delivering the proposed 
resolution to a device for presentment to the one or more parties (Col. 3 Lines 8-18 
wherein the server is coupled to a network and capable of delivering data to other 
terminals; see rejection for claim 66 regarding nonfunctional descriptive subject 
matter). 

14. In regards to claims 68-71, the Examiner asserts that the impact of the 
reputation rating based on a successful resolution of a dispute, completion of resolution 
of the dispute, failure of one of the one or more parties to complete resolution of the 
dispute, and failure of one of the one or more parties to accept the proposed resolution 
is nonfunctional descriptive subject matter for the reasons stated above for claim 66. 
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That is to say, the type of data being communicated and processed does not 
further limit the structural components of the claim and does not serve as a limitation to 
distinguish it over Sloo. In other words, the Examiner asserts that the system of Sloo is 
fully capable of transmitting data, processing data, and communicating with other 
system terminals/components. Consequently, it is further asserted that the type of data 
does not further limit the claim since it does not further limit any of the structural 
components. 

Therefore, it is asserted that the impact of the reputation rating based on a 
successful resolution of a dispute, completion of resolution of the dispute, failure of one 
of the one or more parties to complete resolution of the dispute, and failure of one of the 
one or more parties to accept the proposed resolution adds little, if anything, to the 
claim's structure, and, thus, does not serve as a limitation on the claims to distinguish it 
over the prior art. As claimed, the steps of the invention would be performed the same 
regardless of the type of data stored in the system. 

Conclusion 

1 5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure can be found in the PTO-892 Notice of References Cited. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gerardo Araque Jr. whose telephone number is 
(571)272-3747. The examiner can normally be reached on Monday - Friday 8:30AM - 
4:00PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Janice Mooneyham can be reached on (571 ) 272-6805. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retheval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/G. A./ 

Examiner, Art Unit 3689 
11/20/08 

/Janice A. Mooneyham/ 

Supervisory Patent Examiner, Art Unit 3689 



